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REMARKS 



AMENDMENTS TO THF. DRTATLRD DESCRIP TTON OF THE INVENTION 

Applicants respectfully submit that the amendments to the Detailed Description of the 
Invention, do not add any new matter, since these amendments have been amended to correct 
typographical and/or grammatical errors. 

AMENDMENTS TO THE CLAIMS 

The Application had 20 pending claims. The Examiner has rejected Claims 1-20 under 
35 U.S.C. § 103Ca), as being unpatentable over Qabebait ct al. (Publication No. US 
2004/01 03223 A 1 ), in view of Kung (US Patent No. 6,93 1 ,554). 

"To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation, either in the references tiiemselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. 
Thirdly, the prior art reference (or references when combined) must teach or suggest all the claim 
limitations. The teaching or suggestion to make tiie claimed combination and tiie reasonable 
expectation of success mast both be found in tiie prior ait, and not based on AppUcant's 
disclosure." (per § 2142 of the MANUAL OF PATENT EXAMINING PROCEDURE, 8th ed., 
Rev, 3 (August, 2005) [MPEP], Ch, 2100, p.l340 

To reject claims in an application under section 103, an examiner must show an 
unrebutted prima facie case of obviousness. "If the examiner does not produce a prima facie 
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case, the applicant is under no obligation to submit evidence of nonobviousness." (per § 2142 
MPEP,Ch.2lOO,p.l33). 

The Applicants request reconsideration of the pending claims in view of the following 
remarks. AppUcants rtspectfuUy traverse the rejections of Claims 1-20 based on 35 U.S.C § 
103(a). The applicant respectfully submits that Claims 1-20 are non-obvious, for at least the 
reasons mentioned below. 

niAlM 1 

Per the discussion with the undersigned on February 15, 2006. the undersigned gratefully 
acknowledges the indication by the Examiner that Claim 1 contains patentable subject matter 
since neither of the cited references teach and/or suggest at least an external card adaptor, as 
recited in Claim 1. Applicants submit that the Examiner's cited references do not teach and/or 
suggest all the features or all the claim limitations of independent Claim 1. Claim 1 recites 
condiUoning one or more power signal inputs to generate conditioned power signals. Further. 
Claim 1 recites that an external card adaptor performs the conditiomng. Further, Claim 1 recites 
transmitting the condiUoned power signals to the external card adaptor. Further, Claim 1 recites 
an external card comiected to a host computing desvice by way of the external card adaptor. The 
Examiner's detailed action does not show a teaching of all the elements of Claim 1. The 
Examiner's detailed action docs not at least show a teaching of an external card adaptor. As a 
consequence, a prima facie case of obviousness has not been established. AppUcants request that 
the Examiner withdraw his rejection to Claim 1. Applicants submit that Claim 1 is in condition 
for allowance. Applicants request aUowancc of independent Claim I . 

CLAIMS 2-8 
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Claims 5-6 were amended to correct typographical and/or grammatical errors. Applicants 
respectfiilly request that Claims 2-8 be aUowed, since they depend from an allowable 
independent Claim 1. Applicants respectfully request that the rejections for Claims 2-8 be 
withdrawn. 

CLAIM 9 

Applicants submit that the Examiner's cited references do not teach and/or suggest all the 
features or all the claim limitations of independent Claim 9. As shown in the Listing of the 
Claims, Claim 9 has been amended to recite that the external card connected is to the host 
computing device by way of the adaptor. This feature of Claim 9 has been moved from the 
preamble lo the body of Claim 9. In his detailed action, the Examiner states that Claim 9 is 
rejected for the same basis as set forth in Claims 1-8. However, nowhere does the cited 
references (Gabehart et al. or Kung) teach and/or suggest an external card comiected to a host 
computing device by way of an adaptor v^herein voltage conversion and power conditioning is 
performed by the adaptor, as recited in Claim 9. Hierefore. a prima facie case of obviousness 
has not been established. And as a consequence. AppUcants respectfully submh that Claim 9 is 
in condition for allowance. The AppUcant requests allowance of independent Claim 9. 

CLAIM 10 

Applicants respectfully request that Claim 10 be allowed, since it depends from an 
allowable independent Claim 9. AppUcants respectfully request that the rejections for Claim 10 
be withdrawn. 
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CLAIM 11 

Applicants submit that the Examiner's cited references do not teach and/or suggest aU the 
features or all the claim limitations of independent Claim 11. As shown in the Listing of the 
Claims, Claim 1 1 has been amended to recite that the claimed system comprises an external card 
adaptor providing conditioned power supply signals by processing one or more power supply 
signals provided by a host computing device. Nowhere does Gabehart oi Kung teach, suggest, or 

disclose at least these features. 

In his detailed action, the Examiner stales that Claims 11-20 arc rejected for the same 
basis as set forth in Claims 1-8. Based on the foregoing reasons, a prima facie case of 
obviousness has not been estabUshed. Applicants request that the Examiner withdraw his 
rejection to Claim 1 1 - Applicants submit that Claim 1 1 is in condition for allowance. Applicants 
request allowance of independent Claim 1 1 . 

CTAIMS 12-20 

Claims 12-20 have been amended to provide proper antecedent basis based on amended 
Claim 11. Since Claims 12-20 depend on allowable independent Claim 11, Applicants submit 
that Claims 12-20 are in condition for allowance. Applicants request aUowance of dependent 
Claims 12-20. 

CLAIM 21 

Applicants have added new Claim 2L Applicants rcspectfuUy submit that the cited 
references do not teach or suggest the linjitations of Claim 21. Applicants respectfuUy submit 
that Claim 21 is in condition for allowance. 
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r:T.AlM22 

Applicants have added new Claim 22. AppUcants respectfully submit diat the cited 
references do not teach or suggest the limitations of Claim 22. Applicants respectfully submit 
that Claim 22 is in condition for allowance. 
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CONCLUSION 

Based on at least the foregoing, the Applicants believe that Claims 1-22 ore in condition 
for allowance. A Notice of Allowance is courteously solicited. Should anything remain in order 
to place the present application in condition for allowance, or should the Examiner disagree or 
have any question regarding this submission^ the Examiner is kindly invited to contact the 
undersigned at (312) 775-8246. 

The Commissioner i$ hereby authorized to charge any additional fees or credit any 
overpayment to the Deposit Account of McAndrews, Held & Malloy, Ltd., Account No. 13- 
0017. 

Dated: February 22, 2006 Respectfully submitted, 

Ro y B Rhee 
Reg, No. 57,303 

McAndrews, Held & Malloy, Ltd. 
500 West Madison Street, 34th Floor 
Chicago, Illinois 60661-2565 
Telephone: (312)775-8246 
Facsimile: (312)775-8100 
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